United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www. uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/990,769 



11/21/2001 



D. Benjamin Gordon 



A-70365-2/RFT/RMS/RMK 



2214 



7590 



01/22/2004 

FLEHR HOHBACH TEST ALBRITTON & HERBERT LLP 
Suite 3400 

Four Embarcadero Center 

San Francisco, CA 94111-4187 



EXAMINER 



MARSCHEL, ARDIN H 



ART UNIT 



PAPER NUMBER 



1631 

DATE MAILED: 01/22/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/990,769 



Examiner 

Ardin Marschel 



Applicant(s) 

GORDON ET AL. 



Art Unit 

1631 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" !I Peri0C i ? r reP ' y specified above is less than tnirt V < 30 > da y s ' a ^Ply within the statutory minimum of thirty (30) days will be considered timely 

- NO period for reply is specified above the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- haifure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed mav reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 Responsive to communication(s) filed on 14 October 2003 . 
2a)Q This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) [X] Claim(s) 1-8 and 13-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |E] Claim(s) 1-8 and 13-17 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19(a)-(d) or (f) 

a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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DETAILED ACTION 

Applicant's election without traverse of Group I (claims 1-8 and 13-17) in the 
Paper filed 10/14/03 is acknowledged. 

NON-STATUTORY SUBJECT MATTER 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-4, 6-8, and 13-15 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

Consideration of the "Computer-Related Inventions" section of the MPEP at 
section 2106, Part IV, subpart B, has revealed that the instant claims are directed to 
non-statutory subject matter without requiring performance of a result outside of a 
computer. Thus, the manipulation of data or conversion of data, in this case restriction 
fragment patterns is the claimed subject matter without any physical transformation 
outside of the computer. It is also noted that instant claims 13 and 14 cite a computer 
readable memory but without requiring any outside of the computer function. It is also 
known that a software program may output results to a computer file and not display it, 
for example, outside of the computer. 

VAGUENESS AND INDEFINITENESS 
Claims 1-8 and 13-17 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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The instant claims contain the performance of analyzing limitation directed to split 
singles Dead End Elimination with a split flags computation. Consideration of the 
instant disclosure, as filed, has failed to reveal a clear and concise definition the metes 
and bounds of either the "split singles" practice or the "split flags computation" practice 
of said limitation. It is noted that 35 U.S.C. 112, second paragraph, requires clear and 
concise definition of claim limitations. Clarification via clearer claim wording or pointing 
to appropriate definitions in the instant specification is requested. 

In claim 1, line 8, the generation of "optimized" protein sequences is set forth but 
without defining what the optimization is directed to. Is it stability of the protein? Is it 
function optimization such enzymatic or binding activity optimization? Clarification of 
this comparative term is required via clearer claim wording. 

PRIOR ART 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 6, and 13-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pierce et al. [J. Comput. Chem. 21(1 1)999-1009 (2000)]. 

Pierce et al. discloses the practice of protein rotamer calculations with a Dead 
End Elimination determination as summarized in the abstract. The conformational 
space is divided into partitions as given in Pierce et al. on page 1000, second column, 
third full paragraph, which is deemed a reasonable interpretation of the split singles 
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character of the instant claim analysis. Said paragraph in Pierce et al. also describes 
the computation of a hierarchy of splittings which reasonably interpreted as the split 
flags computation of the instant claims. Therefore, Pierce et al. anticipates the instant 
claim practice. It is also noted that an GMEC scoring computation is also performed as 
a type of HERO computation of the instant claims. See the reference at page 1000, first 
column, first and second full paragraphs. It is also noted that several splitting 
computations and flag computations are set forth in the reference on pages 1004, 
second column, to page 1006. 

INFORMATION DISCLOSURE STATEMENT 

In the IDS, filed 1/10/03, several related patent applications were cited for 

t 

consideration. In response, the following U.S. Patent Applications are hereby indicated 
as having been considered: 09/714,357; 09/812,034; 09/827,960; 09/837,886; 
09/866,51 1 ; and 1 0/057,552. 

No claim is allowed. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1600 via the 
Central PTO Fax Center. The faxing of such papers must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 
(November 16, 1993), and 1157 OG 94 (December 28, 1993)(See 37 CFR § 1.6(d)). 
The Central PTO Fax Center number is (703) 872-9306. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ardin Marschel, Ph.D., whose telephone number is 
(703)308-3894. The examiner can normally be reached on Monday-Friday from 8AM 
to 4 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (703)308-4028. 
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Any inquiry of a general nature or relating to the status of this application should 
be directed to Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(703)305-3524 or to the Technical Center receptionist whose telephone number is (703) 



January 9, 2004 




AB0IW H. MARSCHEL 



